REMARKS 

This Application has been reviewed in light of the Office Action 
dated January 24, 2006. Claims 1-25 are pending with Claims 1 and 15 in 
independent form. Claim 17 has been amended to correct a typographical error. 
Favorable reconsideration is requested. 

The Office Action includes a rejection of Claims 14 and 25 under 
35 U.S.C. §112, second paragraph, as allegedly indefinite for failing to 
particularly point out and distinctly claim the subject matter which Applicant 
regards as the invention. To elaborate, the Office Action refers to the use of the 
phrase "portable document format" in Claims 14 and 15 as identifying a 
trademark or tradename used as a limitation to describe a particular material or 
product. However, upon a review of the U.S. Patent and Trademark Office 
trademark database and the attached listing of trademarks owned by Adobe®, both 
of which do not identify the phrase "portable document format" as a trademark or 
tradename, Applicant respectfully submits that such phrase is not a trademark or 
tradename. Accordingly, Applicant respectfully submits that the phrase "portable 
document format" is properly used in Claims 14 and 15 and respectfully requests 
withdrawal of the corresponding §1 12, second paragraph, rejections. 

Claims 1-9, 1 1-25 were rejected under 35 U.S.C. §102(e) as 
allegedly anticipated by U.S. Patent No. 6,407,820 (Hansen et al.). Claim 10 was 
rejected under 35 U.S.C. § 103(a) as allegedly obvious over the Hansen et al. 
patent in view of Microsoft Windows XP. Applicant respectfully traverses these 
rejections and submits that the claims are patentable over the cited references, 
taken separately or in any proper combination, for at least the following reasons. 

Claim 1 requires a method of printing a document from a digital 
file using a plurality of print output devices. A first print output device includes a 
plurality of media sources for supplying media of at least one selected type to a 
marking engine and also includes an inserter for inserting pages of media at 
selectable locations within pages of an output document printed by the marking 
engine. The method includes storing an input document in a machine readable 
form and identifying at least one page of the stored input document as a special 
page by assigning a media type to the identified page that differs from the at least 
one selected type suppliable by the media sources of the first print output device. 
The method also includes generating a modified print document from the stored 
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input document by replacing each of the identified special pages with an insert 
command to the first print output device to insert a page from its inserter. 
Additionally, the method includes printing the identified special pages using one 
of the plurality of print output devices to produce at least one printed copy of the 
special pages and loading the inserter of the first print output device with the at 
least one printed copy of the special pages. Further, the method includes printing 
the modified print document using the first print output device. 

A notable feature of Claim 1 is the identifying of at least one page 
of a stored input document as a special page by assigning a media type to the 
identified page that differs from the at least one selected type suppliable by the 
media sources of the first print output device. Support for this feature can be 
found in the specification at least at paragraph [0043]. In essence, this feature of 
Claim 1 identifies special pages in a document by assigning a media type to the 
identified pages that is not suppliable by the first print output device. An 
advantage of this feature is that standard software validation routines will catch 
such assigned media type as an error, thereby providing a tool by which the 
special pages can be identified without having to write additional custom software 
routines. 

Although the Applicant does not claim that the general process of 
submitting certain pages of a single print job to different marking machines is 
new, Applicant does claim that the particular method of doing so, recited in Claim 
1, is new. In particular, the Hansen et al. patent is understood to generally refer to 
the use of flags or attributes to identify particular pages that need to be printed by 
another printing device. See column 18, line 40, to column 19, line 7, and column 
19, lines 27-37. However, Applicant respectfully submits that the Hansen et al. 
patent does not specifically teach the particular identifying step recited in Claim 1 
of assigning a media type to the identified pages that differs from the at least one 
selected type suppliable by the media sources of the first print output device. 
Applicant respectfully submits that the disclosure in the Hansen patent generally 
describes flagging pages in a document in setting a specially defined page 
attribute to identify particular pages. See column 18, lines 40-44. However, 
Applicant respectfully submits that such disclosure does not teach or suggest the 
specifics of assigning a media type to the identified pages that differs from the at 
least one selected type su ppliable by the media sources of the first print output 
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device, as required by Claim 1 . Accordingly, Applicant respectfully submits that 
the Hansen et al. patent does not anticipate Claim 1, and therefore, respectfully 
requests withdrawal of the corresponding § 102(e) rejection. Further, Applicant is 
not aware of any feature in Windows XP that teaches or suggests such feature of 
Claim 1, alone or in combination with the Hansen et al. patent. 

Independent Claim 15 is a print shop environment claim that 
corresponds to method Claim 1 and is respectfully submitted to be patentable for 
at least the same reasons. 

Further, the other rejected claims in this Application depend from 
one of the independent claims discussed above and, therefore, are respectfully 
submitted to be patentable for at least the same reasons as well. However, since 
each dependent claim is deemed to define an additional aspect of the invention, 
individual reconsideration of the patentability of each dependent claim on its own 
merits is respectfully requested. For example, dependent Claim 3 requires that the 
assigning of an inserter media type to a page of the input document results in an 
invalid job configuration. In response, the Office Action refers to the Hansen et 
al. patent's use of exception pages that are produced on an alternate output device. 
See column 19, lines 27-29 of the Hansen et al. patent. However, Applicant 
respectfully disagrees that the use of the word exception by the Hansen et al. 
patent is intended to refer to an invalid job configuration. In particular, the 
Hansen et al. patent merely refers to any page printed by the alternate output 
device as being an exception page. Applicant has not found any teaching or 
suggestion in the Hansen et al. patent that the printing of such exception pages by 
the alternate output device is in any way an invalid job configuration as required 
by Claim 3. To elaborate, independent Claim 1 from which Claim 3 indirectly 
depends, requires the assigning of a media type to the identified pages that differs 
from the media types suppliable by the media sources of the first print output 
device. Such a situation results in an invalid job configuration because a media 
type has been assigned to the identified pages that are not suppliable by the media 
sources of the first print output device. Accordingly, Applicant respectfully 
submits that the Hansen et al. patent does not teach or suggest an invalid job 
configuration as required by Claim 3. 



In view of the foregoing remarks, Applicant respectfully requests 
favorable reconsideration and the allowance of the present Application. Should 
the Examiner believe that issues remain outstanding, it is respectfully requested 
that the Examiner contact Applicant's undersigned attorney in an effort to resolve 
such issues and advance the case to issue. 



Respectfully submitted, 



Attorney fo^Applicant 
Registration No. 52, 1 1 8 

Justin D. Petruzzelli/dn 
Rochester, NY 14650 
Telephone: 585-726-7522 
Facsimile: 585-477-4646 

If the Examiner is unable to reach the Applicant(s) Attorney at the telephone number provided, the 
Examiner is requested to communicate with Eastman Kodak Company Patent Operations at 
(585) 477-4656. 
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Adobe 

Adobe Trademark Database For General Distribution 
United States & General International 

Please refer to the Permissions and trademark guidelines on our company web site at 
http://www.adobe.com/misc/agreement.html and to the publication Adobe Trademark 
Guidelines for third parties who license, use or refer to Adobe trademarks for specific 
information on proper trademark usage The latter Guidelines and a copy of this database ( and 
future updates) are available from our company web site at: 

http://www.adobe.com/misc/trademarks.htmL 

The database shows the proper marking for first use of the mark in a publication. The marking 
shown for compound word trademarks is for the first use of both components, e.g. Adobe® 
Premiere®. Once marked, subsequent references to word marks do not require repeated marking, 
but trademark symbols must always be used with logos and logotypes (stylized word marks). For 
specific Adobe logos or product signatures, please contact your Adobe representative for a copy of 
our Guidelines publication and camera-ready master art or an electronic file for reproduction of 
the logo or signature. Please keep in mind that you must sign a trademark license agreement with 
Adobe before using one of our logos or product signatures. 

Please note that the basic formula for attribution is: 

["Adobe" and "the Adobe logo" first, if used, followed by other Adobe marks 
used in alphabetical order] are either registered trademarks or trademarks of 
Adobe Systems Incorporated in the United States and/or other countries. 

If you have any questions or need additional information for a specific region or country, please 
contact the Adobe Legal department at the following address: 

Adobe Systems Incorporated 

Attn: Legal Department - Trademarks 

801 North 34th Street 

Seattle, Washington 98103-8882 

Phone: 206.675.7000 
Facsimile: 206.675.6818 

Adobe Trademarks Comments 

Acrobat® 

Acrobat® Approval 
Acrobat® Capture® 
Acrobat® Catalog 
Acrobat® Elements 
Acrobat® Elements Server 
Acrobat® Messenger® 



Adobe Trademark Database For General Distribution 
United States & General International 



Acrobat® Reader® 

Acrobat® Search 

ActiveShare® 

Adobe® 

Adobe logo 

Adobe® Audition® 

Adobe® Authorized Service Provider 

Adobe® Authorized Service Provider logo 

Adobe® Brilliant® Screens 
Adobe® Bridge 
Adobe® Capture Handheld 
Adobe® Caslon™ 

Adobe® Central Pro Output Server 
Adobe® Certified Expert 

Adobe® Certified Expert logo 

Adobe® Certified Training Provider 

Adobe® Certified Training Provider logo 

Adobe® Commercial Developer 

Adobe® Commercial Developer 

Adobe® Content Server 

Adobe® CoolType 

Adobe® Customer Express 

Adobe® Customer Express logo 

Adobe® Design Collection 

Adobe® Digital Video Collection 

Adobe® Dimensions® 

Adobe® DNG Converter 

Adobe® Document Server 

Adobe® Etynamic Media Studio 

Adobe® Expert Collection 

Adobe® Expert Support 

Adobe® Gamma 

Adobe® Garamond® 

Adobe® Graphics Server 

Adobe® Image Viewer 

Adobe® Intelligent Document Platform 

Adobe® Jenson™ 

Adobe® LiveCycle™ 

Adobe® LiveCycle™ Barcoded Forms 

Adobe® LiveCycle™ Designer 

Adobe® LiveCycle™ Document Security 

Adobe® LiveCycle™ Forms 

Adobe® LiveCycle™ Form Manager 

Adobe® LiveCycle™ Policy Server 

Adobe® LiveCycle™ Reader® Extensions 



See "Adobe® Reader®" 



® on the logo design 

See your ASN Authorized Service 
Provide Agreement 
See your ASN Authorized Service 
Provider Agreement 



See your Adobe Certified Expert Program 
Agreement 

See your Adobe Certified Expert Program 
Agreement 

See your ASN Certified Training Provider 
Agreement 

See your ASN Certified Training Provider 
Agreement 

See your ASN Developer Agreement 
See your ASN Developer Agreement 



1 on the logo 
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Adobe Trademark Database For General Distribution 
United States & General International 



Adobe® LiveCycle™ Workflow 

Adobe® Memory Booster® 

Adobe® Ming 

Adobe® Myungjo 

Adobe® Normalizer 

Adobe® Open Options 

Adobe® Originals 

Adobe Originals logo 

Adobe® Output Designer 

Adobe® Output Manager 

Adobe® Output Pak for mySAP.com® 



Adobe® Output Pak for Oracle® E-Business Suite 

Adobe® Paint & Publish™ 
Adobe PDF logo 
Adobe® PDF Scan 
Adobe® PhotoDeluxe® 
Adobe® Pi 

Adobe® Policy Server 
Adobe® Premiere® 
Adobe® Premiere® Pro 
Adobe® Press 
Adobe Press logo 
Adobe® Prism™ 
AdobePS™ 

Adobe® Publishing Collection 

Adobe® Response™ 

Adobe® RGB 

Adobe® RGB (1998) 

Adobe® Separator™ 

Adobe® ShowPage™ 

Adobe® ShowPS™ 

Adobe® SmartSelect™ 

Adobe® Solutions Network 

Adobe® Song 

Adobe® Stock Photos 

Adobe® Studio® 

Adobe Studio logo 

Adobe® Support Credit 

Adobe® Table 

Adobe® Teach® 

Adobe® Type Browser 

Adobe® Type Classics for Learning 

Adobe® Type Collection 

Adobe® Type Composer 

Adobe® Type Connection 

Adobe® Type Installer 

Adobe® Type Library 

Adobe® Type Manager® 



® on the logo design 



mySAP.com is a trademark or registered 

trademark of SAP AG in Germany and in 

several other countries. 

Oracle is a registered trademark of Oracle 

Corporation. 

® on the logo design 



® on the logo design 



® on the logo design 
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Adobe® Video Collection 

Adobe® Web Collection 

Adobe® Web Output Pak 

Adobe® WebType™ 

Adobe® Web Workgroup Server 

Adobe® Wood Type® 

After Effects® 

Aldus® 

Alexa® 

AlterCast™ 

Andreas® 

ATM™ 

Atmosphere® 

Atmosphere® Collaboration Server 

Atmosphere® Player 

Balzano® 

Banshee® 

Benson Scripts® 

Better by Adobe.™ 

Bickham Script® 

Birch® 

Blackoak® 

Blue Island® 

Bring your printed documents back to life™ 
Brioso® 

Caflisch Script® 

Calcite® 

Caliban® 

Carta® 

Chameleon® 

Chaparral® 

Charlemagne® 

ChartMaker™ 

Cheq™ 

Circulate® 

Classroom in a Book® 
Classroom in a Box® 
Clearly Adobe Imaging® 

Clearly Adobe Imaging logo ® on the logo design 

Co-Author® 

Conga Brava® 

Copal® 

Coriander® 

Cottonwood® 

Critter® 

Cronos® 

CustomerFirst® 

Cutout™ 

Display PostScript® 

Displaytalk™ 

Distiller® 
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Distiller® Server 

DNG logo ™ on the logo 

Encore® 

ePaper® 

Ex Ponto® 

Extreme® 

Finalview™ 

Flood® 

Font & Function® 

Font Folio® 

FontPorter™ 

Formright™ (stylized) 

Frame® 

FrameCenter™ 

FrameConnections™ 

Frame® Developer's Kit 

FrameMaker® 

FrameMaker®+SGML 

Frame Viewer® 

FrameViewer® Retrieval Tools 

FrameManager™ 

Fusaka® 

Galahad® 

Giddyup® 

Giddyup Thangs® 

GoLive® 

HomePublisher™ 

Hot Singles® 

Illustrator® 

ImageReady® 

ImageStyler® 

Immi 505® 

InCopy® 

InDesign® 

InProduction® 

InScope® 

InstantView® 

IntelliSellect® 

Ironwood® 

Jimbo® 

Juniper® 

Kepler® 

Kinesis® 

Kozuka Gothic® 

Kozuka Mincho® 

Lasertalk™ 

Lasertalk® (stylized) 

Lithos® 

LiveMotion® 

Madrone® 

Mesquite® 



Page 5 
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Mezz® 

Minion® 

Mojo® 

Montara® 

Moonglow® 

Myriad® 

Mythos® 

Nueva® 

Nyx® 

OpenHD™ 
OpenHD logo 
OpenType logo 



™ on the logo 
® on the logo 

Use the following attribution statement: 
The OpenType logo is either a registered 
trademark or trademark of Adobe Systems 
Incorporated in the United States and/or 
other countries. OpenType is either a 
registered trademark or trademark of 
Microsoft Corporation in the United States 
and/or other countries. 



Ouch!® 

PageMaker® 

PageMaker® Portfolio™ 

PageMill® 

Paper to the Web™ 

PDF JobReady® 

PDF Merchant® 

Penumbra® 

Pepperwood® 

Persuasion® 

Photomerge® 

Photoshop® 

Photoshop® Album 

Photoshop® Camera Raw 

Photoshop® Elements 

Photoshop® JPEG 2000 

Pixelburst® 

PlanetReady™ 

Poetica® 

Ponderosa™ 

Poplar® 

Postino® 

PostScript® 

PostScript logo 

PostScript® 3™ 

PostScript® 3i™ 

Powered by XMP 

PPA™ 

PressReady® 

PrintGear® 

PrintGear logo 



® on logo design 
™ on the logo 

® on the logo design 
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Professional PostScript® Alliance™ 

PSPrinter™ 

Quake® 

Rad® 

Reader® 

Readright® 

Reliq® 

Rosewood® 

Ryo® 

Sanvito® 

Sava® 

Script Teaser™ 

Shuriken Boy® 

Silentium® 

SiteMill® 

Sonata® 

Streamline™ 

Strumpf® 

Studz® 

Tekton® 

360Code® 

Toolbox® 

Tools for the New Work™ 

Trajan® 

Type On Call® 

Type Reunion® 

Utopia® 

Version Cue® 

Viva® 

Voluta® 

Warnock® 

Waters Tiding® 

Willow® 

XML/PDF Access API for Java™ 
XMP 

XMP logo ™ on the logo 

Zebrawood™ 
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Former Macromedia Trademarks 

The trademarks listed below are owned by Adobe Systems Incorporated. 

ActiveEdit® 

ActiveTest® 

Authorware® 

Breeze® 

Captivate™ 

Central™ 

ColdFusion® 

Contribute™ 

Director® 

Dreamweaver® 

Fireworks® 

Flash® 

FlashCast™ 

FlashHelp® 

Flash Lite™ 

FlashPaper™ 

Flex™ 

Flex™ Builder™ 

Fontographer® 

FreeHand® 

HomeSite® 

JRun™ 

MacRecorder® 

Macromedia® 

MXML™ 

1-Step RoboPDF® 

RoboEngine® 

RoboHelp® 

Robolnfo® 

RoboPDF® 

Roundtrip® 

Roundtrip HTML® 

Shockwave® 

SoundEdit™ 

UltraDev® 

WebHelp® 
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